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Morrison & Foerster llp 

Attorneys at Law 
381 1 Valley Centre Drive, Suite 500 
San Diego, California 92130 
Telephone: (858) 720-5100 
Facsimile: (858)720-5125 




To: Examiner Mau Tran 


Facsimile: 


(703) 308^556 or 
(703) 305-1935 


USPTO 


Telephone: 


(703) 605-1165 



Fr m: Kawai Lau, Ph.D. 



Date: 



INVENTOR: Patrick Mark CURRY, et al. 
SERIAL NO.: 09/SS6,833 Filed: April 21, 2000 

TITLE- Immuuoadjuvant PDT Treatment of Metastatic Tumors 



We are transmitting a total of 10_ 



pages (including this page). 



Majrf*9r2001 



Original or hard copy to follow if this box is checked □ 
If you do not receive all pages, please call (858) 720-5178 as soon as possible. 



Preparer of this slip has confirmed that facsimile number given is correct: 6632/iOy^ 




This facsimile contains confidential information which may also be privileged Unless you are the addressee (or ^ 
a^orized™ receive for the addressee), you may not copy, use, or distribute it. If you have receded ,t.n error, f 
please advise Morrison & Foerster LLP immediately by telephone or facsimile and return it promptly by mail. 



Comments: 

Applicants thank Examiner Tran for the courtesy of a telephone call concerning the instant 
application. 

Accompanying this sheet are copies of the response filed February 22, 2001. 

The response included 1) a transmittal form; 2) a fee transmittal form; 3) a response to Restriction 
Requirement; 4) a Petition for extension of time; 5) a change of address request; 6) a check for 
$195.00; and 7) a return postcard. 

Applicants respectfully request that these copies be entered in lieu of the original which is apparently 
missing. 



Client #27301-201 11.00 
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Please typ« a plus sign (♦) inside mis box -» pf] 

U nder ins Paperwork Reduction Act o f 1995. no f 

TRANSMITTAL 
FORM 

(to be used for zll correspondence after initial filing) 



s ar e required to 

Application Number 



PTO/SB/21 (OMO) 
Approved for use Ihroush 10/31/02. OMB 0051-0031 
U a Patent end Trademark Office: U.S. DEPARTMENT OF COMMERCE 
,nd to a collection of information u nless it displays a valid OMB control number 

09/556.833 ^ 



Filing Date 



First Named Inventor Patrick Mark CURRY at al 



Group Aft Unit 



Jowl Number Of Pagd* In This Submission 

[jc| Fee Transmittal Form 
|Xl Fee Attached 
[""| Amendment /Reply 

Q Aft er Fi nal 
\~ | Affidaviis/dedaretions 

jjc] Extension of Time Request (2 mo) 

Express Abandonment Bequest 

P~| information Disclosure Statement 
Q Certified Copy of Priority Document(s) 

□ Response to Missing Parts/ 
incomplete Application 

□ Response to Missing Parts 
under 37 CFR 1,52 or 1.53 



Examiner Name 



April 21.2000 



1642 



M.Tran 



Attorney Docket No. 

ENCLOSURES (check all that appl 

□ Assignment Papers 
(for an Application) 

| | Drawing(s) 

["71 Ucensing-related Papere 

| | Petition 

p-| petition to Convert to a 



27301 201 11PO 



□ After Allowance Communication to 
Group 

□ Appeal Communication to Board of 
Appeals and Interferences 



Provisional Application 

□ Power of Attorney. Revocation 
Change of Correspondence Address 

j"| Terminal Disclaimer 
{ \ Request for Refund 
j~] CD, Number of CD(s>_ 



□ Appeal Communication to Group 
(Appeal Notice, Brief, Reply Brief) 

["^| Proprietary Information 

| | Status Letter 

Other Enclosure(s) (pteasa identify 
below): Response to Restriction 
Requirement; Change of AddressjfiS^n 
Postcard 



Remarks 




CERTIFICATE OF MAILING BY "FIRST CLASS MAIL" 

te! ftssiUnt Commissioner for Patents, W a sh|ngto^ *«*#Y A 2°° 1 • 

Melanie Carmosino 
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PTOrSfcVI/ (09.00) 
• ,^pp/oved for use through 10/31/2002. OMB 0651-0032 
U.S. Potent and Trademark Office; US. DEPARTMENT OF COMMERCE 
llj IU JLUll^JUJIUJUll 



Complete if Known 



FEE TRANSMITTAL 
FOR FY 2001 

Patent fees are subject to annus! revision. 



Application Number 



Piling Date 



First Named biwenior 



&Orttfn*r Name 



Group Arl Unit 



09/5S6.833 



ABrll 21,2000 



Patrick Mark CURRY ©taL 



M,Trart 



TOTAL AMOUNT OF PAYMENT 



(9) 1$5.0S 



Attorney Pocket Nc. 



273012011100 



METHOD OF PAYMENT 



FEE CALCULATION (continued) 



1-@ 



The Commissioner is hereby authorized to charge indicated 
fees and credit any overpayments to: 
Deposit i ' 

Account I 03-1 952 
Number ' 

Deposit 



3. ADDITIONAL FEES 
Large Entity Small 



Entity 



Deposit | — — 

Acaognt I Morrison & Foerster llp 



Scnarge Any Additional Fee Required 
Under 37 CFR 1 .16 and V 17 

S Applicant claims small entity status. 
3eo37CFR 1-27 

2 ' S Payment Enclosed: 

B Check □ Credit Card □ Money Order □ Other 



FEE CALCULATION 



BASIC FILING FEE 






Largo 




Small 


Entity 




Fw 




Faa 


Urn 


Fh Description 


Cods 


<tl 


cod* 


<$> 




101 


710 


201 


3S5 


Utility filing fee 


106 


330 


206 


160 


Design filing fee 


107 


490 


207 


245 


Plant nilng fee 


108 


710 


206 


35S 


Reissue filing fee 


114 


150 


214 


75 


Provisional filing tec 



f*o* 

Paid 



SUBTOTAL (1) fW 



EXTRA CLAIM FEES 



Total GUirm 
Independent 
Claims 

Multlpln Dependent 



*20" 



Extra 
Cl*trna 
1 



Faa from 



Frt 
CoOo 


Entity 

foe 

(*) 


Smafl 

Fee 

Cade 


Entity 
W 


1QQ 


IB 


203 


0 


102 


60 


202 


*Q 


104 


270 


20* 


135 


106 


80 


209 


40 


no 


IB 


no 


e 



Fm PaJd 

- 5 

- * 



Fee Description 

CJ»tms In mKomt ol is 

ln4Qp*nd*ni cUlm« In avcoss of 9 

MwttfpC* d«p«ndem claims. If n6i paid 

*"R*|aau» tnd«p»ndoni claims ov»f 
original psUM 

~Rnl*su» claim* In uc«ss of 26 and 
o««/ oUglnal patem 







Cm 

rCC 




Code 




Coda 


Sr 


105 


130 


205 


65 


127 


so 


227 


2$ 


13a 


130 


139 


130 


147 


2,520 


147 


2,520 


112 


920" 


112 


920* 


113 




113 


1,840* 


115 


110 


215 


55 


116 


390 


216 


195 


117 


890 


217 


445 


118 


1,390 


213 


695 


128 


1.680 


228 


945 


119 


310 


219 


155 


120 


310 


220 


155 


121 


270 


221 


135 


13£ 


1,510 


138 


I.SlO 


140 


110 


240 


55 


141 


1.240 


241 


620 


142 


1.240 


242 


620 


143 


440 


243 


220 


144 


800 


244 


300 


122 


130 


122 


130 


123 


50 


123 


50 


12S 


180 


126 


180 


sat 


40 


$61 


40 



Fee Description 

Surcharge - late filing Tee or oath 

Surcharge - late provisional filing 
fee or cover sheet 

Npn- English specification 

For fifing a nsqveV for »x parte 
reexamination 

Requesting publication of SIR prior 
to Examiner 3d ion 

Requesting pubficslion of SIR after 
Examiner action 

Extension for reply within first month 
Extension for reply within second 



Fee Paid 



14S 


710 


246 


355 


149 


710 


249 


355 


179 


710 


279 


355 


169 


900 


189 


900 



Extension for reply within third 
month 

Extension for reply within fourth 
month 

Extension for reply within fifth month 
Notice of Appeal 

Filing a brief In support of pn appeal 
Request for oral hearing 
Petition to institute a public use 
proceeding 

Petition to revive - unavoidable 
Petition to revive - unintentional 

Utility issue fee (or reissue) 
Design i$sue fee 
Rant issue tea 

Petition* of the Commissioner 

Petitions related (o provisional 
applications 

Submission of Information 
Disclosure Stmt 

Recording each patent assignment 
' s per properties (limes number of 
properties) 

Filing a Submission after final 
rejection 

(37 CFR§ 1.129(a)) 

For each additional invention to be 

c*?mined (37 CFR $ 1 .1 29(b)) 

Request for Continued Examination 

(ROE) 

Request for expedited examination 
of a design application 



195.00 



-SUBTOTAL (2) I t*T 



Other fee (specify) 



**or number previously paid, If greater; For reissues, see above. 



"Reduced by Basic Filing Fee Paid 



SUBTOTAL (3) | (S) 195.00 | 



SUBMITTED BY 



Complete (If applicable) 



Nama (Print/Type) 



^Signature 



Kawal Lau 



RGgistfolian Ate. 
(Momey/Agent) 



Telephone 



858-720^5178 



Ogle 



February 22. 2001 J 



WARNING: Information on tni* form may become puWlc. Cnjdll card Information fthould not 



Burden Hour Sw*m«Tt TNs forrp >» aflifflBtod &> tales 0,2 hours to oamntete. Ttmo Wl **ry 
ireuki do aem to tna Crtfef InformJOO* Officer, U.S. Paw* wo Trademark Office. WjoWnotDn, DC 
Wsshinoian, 0C 20231. 

sd-29968 



upon rMna«d»QftholndMdtdf ease. A«y comments on \tws amOum Of rima you ata 'equ^wJ to cpmrtale thfc toon 
20231. QO MOT $END FEfiS OR COMPLETED FORMS TO W3 AOORESS. SEND TO: Comnriufciner for Patafltt. 
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7601873 



UCTACH AND RETAIN THIS STATEMgNT 
TTACHSO CHECK IS IN PAYMENT OF ITEMS DESCRIBED BE 
•WflHECT PLEASE NOTIFY US PROMPTLY. NO RECEIPT OESi> 



Vendor Number 031650 R e f # Pw 
COMMISSIONER OP PATENTS AND TRADEMARKS 

AMOUNT ' ! 



INVOICE 
RQ 435312 



, DATE , 
102/22/01} 



195.00! ! 



I 

i i 
i i 
I i 



INVOICB 



Check Number 
Check Date 



! DATE 



7601873 
02/22/01 
AMOUNT 




ONE HUNDRED ^NInItY^FIVE; AN$ NO>100 VcMMs 



01 



70 THE 
ORDER OF 




195.00 



s 



COMMISSIONER OP PATENTS AND TRADEMARKS 



WASHINGTON , DC 20231 

FW • '-'V- 



TduchSafe T *! 




t if ^ 




Docket No.: 2730120U10O 


Atty: .KXL/amf; 


Serial No,; 09/556,833 


Filing Date: April 21, 2000 


Title: IMMUNOADJUVANT pdt treatment of metastatic tumors 


Date of Mailing: February 22, 2001 via First Class Mail 



Papers enclosed herewith: 



1. Transmittal, 1 page 

2. Fee Transmittal, 1 page (in duplicate) . ■ 

3. Response to Kestrietion Requirement, 3 pages 

4. Petition for two-month Extension of Time - 1 page 

5. Change of Address, 2 pages 

6. Check in the amount of SI 95.00 

7. Return Postcard 



** TOTAL PAGE. 10 ** 
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PATENT 
Docket No. 273012001110 



— — " " CERTIFICATE OF MAILING BY -FIRST CLASS MaIL- 

I hereby certify Att this correspondence is being deposited with d* United States M Service as fee class mail in an envelope addressed to; 
Assistant Commissioner for Patents, Washington, DC. 20231, on Febniav^ 200' " 




Melanie Carmosmo 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the application of: 

Patrick Mark CURRY et al. 

Serial No.: 09/556,833 

Filing Date: April 21, 2000 

For TMMUNOADJUVANT PDT 

TREATMENT OF METASTATIC 
TUMORS 



Examiner: Tran, M. 
Group Art Unit: 1642 



RESPONSE TO RESTRICTION REQUIREMENT 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



Dear Sir: 

This is in response to the Office Action mailed November 22, 2000, time for response to 
which was initially set to expire December 22, 2000. Accordingly, a Petition for a two month 
extension of time is included herewith, extending the time for'response to February 22, 2001 . 

Applicants respectfully traverse the Restriction and submit that the asserted basis for the 
Restriction are insufficient. Applicants thus request the Restriction be reviewed and modified 
for the following reasons. 
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The Examiner has stated that Group I (claims 1, 3, 5-9, and 11-16) and Group II (claims 
2, 4, 5-7 and 10-15) are "different inventions" having "different functions with different modes 
of operation and different effects/ 7 Applicants respectfully traverse based on the following. 

As an initial matter, Applicants note that both Groups have been classified by the 
Examiner as belonging to class 424, subclass 1 84.1 . Thus regardless of the correctness of the 
above position, Applicants respectfully point out that there is no search burden present because 
the search of Group I would be identical to the search of Group II and vice versa. Because no 
burden of search is present in searching a single subclass (in contrast to the requirement for a 
"serious burden" at MPEP 803), the reasons for restriction between these Groups are insufficient 
and the restriction may be properly withdrawn. 

Moreover, the only rationale presented in support of the above assertion is that the claims 
of Group I are directed to methods of treating cancer "which is limited to percentage of patients 
that can be treated" while the claims of Group II are directed to methods of preventing cancer 
*Svhich concern different groups of patients not encompassed by Group L" Applicants 
respectfully submit that this rationale simply does not fit the facts of the claims as presented. 

First, the above rationale appears incorrect in asserting that the claims of Group I do not 
"encompass" the claims of Group II. It is entirely possible that a subject undergoing treatment 
for existing metastatic tumors (Group I) may also be treated to prevent the development of 
additional metastatic tumors (Group II). Applicants thus respectfully submit that the above 
rationale fails to support the Restriction Requirement. 

Moreover, the claims of Groups I and II are identically-directed to methods comprising 
— one step of administering and a second step of irradiating, with the administered materials being 

identical in both Groups and the irradiation being with identical light in both Groups. Thus 
Applicants respectfully submit that the methods cannot be viewed as directed to "different 
methods." 

2 Serial No. 09/556,833 

Docket No. 27301201 1100 
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Applicants note that the language used in the above rationale suggests that the preamble 
of claims 1 and 3 versus 2 may have been relied upon as the basis for the Restriction 
Requirement. If so, the Examiner is respectfully requested to make this clear on the record that 
the preamble of the claims have been accorded sufficient patentable weight to warrant the . 
Restriction Requirement. Applicants note, however, that if this is in fact the Examiner's 
position, the simple deletion of the preamble would obviate the basis for Restriction. 



In the event that the instant Restriction Requirement is maintained despite the above 
discussion, Applicants hereby elect Group I, claims 1 , 3 7 5-9, and 1 1-16, with traverse for the 
reasons presented above. 

Applicants expressly reserve the right under 35 U.S.C. § 121 to file a divisional 
application directed to the nonelected subject matter during the pendency of this application, or 
an application claiming priority from this application. 

Applicant requests examination of the elected subject matter on the merits. 

In the event that the Patent Office determines that an extension and/or other relief is 
required, applicant petitions for any required relief including extensions of time and authorizes 
the Assistant Commissioner to charge the cost of such petitions and/or other fees due in 
connection with the filing of this document to Deposit Account No. 03-1952 referencing docket 
no. 273012011100 . However, the Assistant Commissioner is not authorized to charge the cost of 
the issue fee to the Deposit Account. 



Respectfully submitted, 



Dated: February 22, 2001 




Registration No. 44,461 

Morrison & Foersterm* 
381 1 Valley Centre Drive - Suite 500 
San Diego, C A 92130-2332 
Telephone; (858) 720-5178 
Facsimile: (858) 720-5125 
3 Serial NO. 09/556,833 

Docket No. 27301201 1100 
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